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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States, 

2. Claims 1, 5-6, 9-12, 19-20, and 22-23 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Saito et al. (US 6,618,749). 



Regarding Claim 1: 

Saito et al. discloses a method of using a print device (e.g.. Figure 2), comprising 
the steps of: 

transmitting (Column 3, lines 37-40) an email over a network (e.g., Internet 13 in 
Figure 1 ); and 

generating a transmission report (e.g., Figure 4; Column 5, lines 20-42) at said 
print device, said transmission report including an indication of success or failure 
(Column 2, lines 27-31) of said email transmission (Column 4, lines 22-24). 

Regarding Claim 5: 
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The method of claim 1 , wherein said transmission report includes upon said 
failure at least one of a primary SMTP (Column 4, lines 15-18) gateway IP address, an 
indication of said failure (Column 2, lines 27-31 ), a number of tries of said transmission, 
and a mail server response. 

Regarding Claim 6: 

The method of claim 1, wherein said email includes an attachment (Column 7, 
lines 9-12). 

Regarding Claim 9: 

The method of claim 6, wherein said attachment comprises one of a scan job 
(Scanner 26 in Figure 2, Column 4, lines 1-2) and a fax job (Fax 28 in Figure 2; Column 
4, lines 3-4) associated with said email (Column 3, lines 37-40). 

Regarding Claim 10: 

The method of claim 9, wherein said transmission report comprises information 
relating to said attachment, including at least one of a file name, data format (Figure 7, 
"This message is accompanied by TIFF = Format Image Data"), and image resolution. 

Regarding Claim 11: 

The method of claim 1 , wherein said generating step includes the substep of 
printing said transmission report (Column 3, lines 41-45) with said print device. 
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Regarding Claim 12: 

The method of claim 1, wherein said transmitting step includes transmitting said 
email using one of said print device (e.g., Fax 11 in Figure 1) and a computer (PC 12 in 
Figure 1) attached to said network (Column 3, lines 37-40). 

Regarding Claim 19: 

Saito et al. discloses a method of using a print device (e.g., Figure 2), comprising 
the steps of: 

transmitting an email over a network (e.g., Internet 13 in Figure 1); and 
generating a transmission report (e.g., Figure 4; Column 5, lines 20-42) at said 

print device, said transmission report including information (Column 2, lines 27- 

31 )pertaining to said email (Column 4, lines 22-24). 

Regarding Claim 20: 

The method of claim 19, wherein said transmission report includes an indication 
of success or failure (Column 2, lines 27-31) of said email transmission. 

Regarding Claim 22: 

The method of claim 19, wherein said automatically generating step includes the 
substep of printing said transmission report with said print device (Column 3, lines 41- 
45). 
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Regarding Claim 23: 

The method of claim 19, wherein said transmitting step includes transmitting said 
email using one of said print device (e.g., Figure 2) and a computer (PC 12 in Figure 1) 
attached to said network (Column 3, lines 37-40). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2-4, 7-8, 13-18, and 21are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Saito et al. in view of Irlam et al. (6,650,890). 

Regarding Claim 2: 

Saito et al. discloses the method of claim 1, wherein said transmission report 
includes an image associated with said email upon a successful transmission of said 
email (Column 2, lines 27-31), and said transmission report does not include an image 
associated with said email upon an unsuccessful transmission (The browser code or 
device which enables the client computer 12 in Figure 1 to not transmit a print request 
to the printer) of said email (Column 7, lines 9-12). 
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Saito et al. does not disclose expressly where the transmission report includes a 
thumbnail image. 

Irjam et al. in the same field of endeavor of displaying graphical information, 
discloses a thumbnail image to Identify a file (Column 5, lines 48-57; Column 6, lines 
55-59). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill In the art to use a thumbnail image to represent a files contents. 

The suggestion/motivation for doing so is to reduce a significant part of an image 
instead of the full size and still be recognizable. It offers the viewer an indication of 
what is contained in the image. 

Therefore, it would have been obvious to combine Irlam et al.'s thumbnail image 
representation with the internet fax and email method of Saito et al. to obtain the 
invention as specified in Claim 2. 

Regarding Claim 3: 

The method of claim 2, wherein said image comprises an image associated with 
said email (Saito et al.; Column 7, lines 9-12). 
Note: Please see Claim 1 rejection. 

Regarding Claim 4: 

The method of claim 3, wherein said image comprises one of a scan job (Saito et 
al.: Scanner 26 in Figure 2, Column 4, lines 1-2) and a fax job (Fax 28 in Figure 2; 
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Column 4, lines 3-4) associated with said email (Column 3, lines 37-40). 
Regarding Claim 7: 

The method of claim 6, wherein said transmission report includes a image of said 
attachment (Saito et al. Column 7, lines 9-12). 
Note: Please see Claim 1 rejection. 

Regarding Claim 8: 

The method of claim 6, wherein said transmission report includes a image of said 
attachment upon a successful transmission (Saito et al.: Column 2, lines 27-31) of said 
email, and said transmission report does not include a image of said attachment upon 
an unsuccessful transmission (The browser code or device which enables the client 
computer 12 in Figure 1 to not transmit a print request to the printer) of said email 
(Column?, lines 9-12). 

Note: Please see Claim 1 rejection. 

Regarding Claim 13: 

Saito et al. discloses a method of using a print device (e.g.. Figure 2), comprising 
the steps of: 

transmitting an email (Column 3, lines 37-40); and 
generating a transmission report (e.g., Figure 4) at said print device, said 
transmission report including an image associated with said email upon a successful 
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transmission (Column 2, lines 27-31) of said email, and said transmission report not 
including an image associated with said email upon an unsuccessful transmission (The 
browser code or device which enables the client computer 12 in Figure 1 to not transmit 
a print request to the printer) of said email (Column 6, lines 7-13). 
Saito et al. does not disclose expressly where the transmission report includes a 
thumbnail image. 

Irlam et al. in the, same field of endeavor of displaying graphical information, 
discloses a thumbnail image to identify a file (Column 5, lines 48-57; Column 6, lines 
55-59). 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to use a thumbnail image to represent a files contents. 

The suggestion/motivation for doing so is to reduce a significant part of an image 
instead of the full size and still maintain recognizability. It offers the viewer an indication 
of what is contained in the image. 

Therefore, it would have been obvious to combine Irlam et al.'s thumbnail image 
representation with the internet fax and email method of Saito et al. to obtain the 
invention as specified in Claim 13. 

Regarding Claim 14: 

The method of claim 13, wherein said thumbnail image comprises an image 
associated with said email (Saito et al.; Column 7, lines 9-12). 
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Note: Please see Claim 13 rejection. 

Regarding Claim 15: 

The method of claim 14, wherein said image comprises one of a scan job (Saito 
et al.: Scanner 26 in Figure 2, Column 4, lines 1-2) and a fax job (Fax 28 in Figure 2; 
Column 4, lines 3-4) associated with said email (Column 3, lines 37-40). 

Note: Please see Claim 13 rejection. 

Regarding Claim 16: 

The method of claim 15, wherein said transmission report includes at least one 
image associated with said email upon a successful transmission (Saito et al.; Column 
2, lines 27-31) of said email, each said thumbnail image corresponding to a different 
page of said scan job or fax job. 

Note: Please see Claim 13 rejection. . 

Regarding Claim 17: 

The method of claim 1 3, wherein said generating step includes the substep of 
pnnting said transmission report with said print device (Saito et al.; Column 3, lines 41- 
45). 



Regarding Claim 18: 
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The method of claim 13, wherein said transmitting step includes transmitting said 
email using one of said print device (Saito et al.: Fax 1 1 in Figure 1) and a computer 
(PC 12 in Figure 1) attached to said network (Col 3, lines 37-40). 

Regarding Claim 21: 

The method of claim 20, wherein said transmission report includes a image 
associated with said email upon a successful transmission of said email (Column 2, 
lines 27-31 ), and said transmission report does not include a image associated with said 
email upon a failure (The browser code or device which enables the client computer 12 
in Figure 1 to not transmit a print request to the printer) of said email (Column 6, lines 7- 
13). 

Note: Please see Claim 13 rejection. 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Eguchi (US 7,023,586) discloses a facsimile server connected to 
a mail server and a client over a network, and capable of sending and receiving an e- 
mail via the mail server. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Neil R. McLean whose telephone number is 571. 
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270.1679. The examiner can normally be reached on Monday through Friday 7:30AM- 
5:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's . 
supervisor, King Poon can be reached on 571.272.7440. The fax phone number for the 
organization where this application or proceeding is assigned Is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more informatiori about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 





Neil R. McLean 
09/21/2007 
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